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ELECTION/RESTRICTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on January 
21, 2005 has been entered. 

2. Upon entry of the amendment of January 21 , 2005, it is noted that all previously 
pending claims (1-38) have been canceled, and that new claims 39-56 have been 
added. As the prior restriction requirement of March 27, 2002 is not applicable to the 
new claims, that restriction requirement is hereby withdrawn, and a new requirement is 
set forth below. 

3. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 39-49, drawn to nucleic acids, vectors, and host cells, classified in 
class 536, subclasses 23.1 and 24.1, and class 435, subclasses 252.3, 
320.1, and 325. 

II. Claims 50-51 , drawn to a method of generating a nucleic acid molecule 
using amplification, classified in class 435, subclass 91 .2. 

III. Claims 52-56, drawn to a method of recombining nucleic acid molecules, 
classified in class 435, subclass 91 .5. 

4. The inventions are distinct, each from the other because of the following reasons: 
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Inventions I and II, and I and III, are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case, the products of 
Invention I can be used in a materially different process, such as protein synthesis. 
Further, searching Invention I and II together, or I and III together, would impose serious 
search burden. The inventions have a separate status in the art as shown by their 
different classifications. Additionally, the searches required for each Invention are not 
coextensive. For example, Invention I requires a search for a variety of products other 
than nucleic acids, including vectors and host cells, while each of Inventions II and III 
requires a search for particular method steps. Prior art teaching a polynucleotide of 
Invention I would not necessarily be applicable to the methods of Invention II or III. 
Moreover, even if a polynucleotide product of Invention I were known, methods using 
the product may be novel and unobvious in view of the preamble or active steps of 
Invention II or III. 

Inventions II and III are patentably distinct methods requiring different method 
steps to achieve different objectives. Invention II requires steps of, e.g., nucleic acid 
amplification using particular primers to achieve the objective of generating a nucleic 
acid amplification product, while Invention III requires steps of, e.g., preparing and 
incubating a mixture comprising particular nucleic acid molecules to accomplish the goal 
of recombination. Further, searching Inventions II and III together would impose serious 
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search burden. The inventions have a separate status in the art as shown by their 
different classifications. Additionally, the searches required for each Invention are not 
coextensive. Specifically, Invention II requires a search for a primer comprising a 
particular sequence as well for methods of amplification employing said primer, while 
Invention III requires a search for one or more nucleic acid molecules comprising 
particular sequences and method steps of reaction mixture preparation and incubation 
employing said molecules. 

Sequence Election Requirement Applicable to All Groups 
5. In addition, each Group detailed above encompasses multiple patentably distinct 
sequences and/or sequence combinations (see the sequences set forth as (a)-(l) in 
each of independent claims 39, 50, and 52). Each of these molecules is patentably 
distinct because the sequences are structurally different and unrelated, necessitating a 
separate and different search for each molecule. Such molecules are deemed to 
normally constitute independent and distinct inventions within the meaning of 35 U.S.C. 
121 . A reference against one molecule would not be a reference against another, and, 
in view of this and the multitude of sequences submitted for examination by the USPTO, 
a search of multiple distinct sequences or sequence combinations as set forth in 
Inventions Mil would pose a serious burden. Accordingly, a further restriction is applied 
to each Group: 

a) If either of Inventions I or II is elected, Applicant must further elect a 
single one of the sequences set forth as (a)-(l) for examination. 
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b) If Invention III is elected, Applicant may elect either one sequence set 
forth as (a)-(l) (i.e., elect the embodiment of the invention in which each nucleic 
acid molecule of the claims comprises the same nucleotide sequence of (a)-(l)), 
or elect multiple sequences from (a)-(l), and further specify two particular 
combinations of sequences selected from (a)-(l). For example, Applicant could 
elect a first nucleic acid molecule comprising the sequences of (a) and (b), and a 
second nucleic acid molecule comprising the sequences of (c), (d), and (e), for 
examination. It is noted that the claims of Invention III as written encompass the 
use of thousands of different molecules comprising one or more of the 
sequences of (a)-(l). Each of these molecules is structurally distinct and would 
require a separate and different search as compared to every other such 
molecule; accordingly, examination of more than one such sequence or 
sequence combination would pose a serious burden. 
Applicant is advised that examination will be restricted to only the elected 
sequence(s) and should not to be construed as a species election. 
6. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification and 
recognized divergent subject matter, and because Inventions l-III require different 
searches that are not coextensive, examination of these distinct inventions would pose 
a serious burden on the examiner, and therefore restriction for examination purposes as 
indicated is proper. 
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7. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diana B. Johannsen whose telephone number is 
571/272-0744. The examiner can normally be reached on Monday-Friday, 7:30 am- 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, W. Gary Jones can be reached at 571/272-0745. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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